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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte TADAO TAKI ZAWA

Appeal No. 96-0141
Application No. 08/084, 097!

ON BRI EF

Before GARRI S, ONENS, and WALTZ, Adnministrative Patent Judges.

WALTZ, Adnministrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. § 134 fromthe
examner’s final rejection of clains 5 through 10. dains 1

through 4, the only other clains in this application, stand

! Application for patent filed July 1, 1993.
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wi t hdrawn from consideration by the exam ner as being drawn to
a nonel ected invention (Brief, page 1).

According to appellant, the invention is directed to a
met hod of manufacturing an integrally nol ded pointer by a
process conprising a sequential series of specific
mani pul ative steps (Brief, page 2). daim5 is illustrative
of the subject matter on appeal and is reproduced bel ow

5. A process of manufacturing a pointer by nolding a resin
in a nold conprising an upper die having a plurality of
cavities and a lower core die conprising formng a first
nmol di ng space with said core die and a first cavity
corresponding to a weight section of said pointer, injecting a
m xture of resin material and netal powder into said first
nol di ng space, form ng a second nol ding space with said core
cont ai ning said weight section and a second cavity, and
injecting the resin material into the second nol di ng space
corresponding to an indicating section of said pointer thereby
integrally nolding said weight section and said indicating
section of said pointer.

The exam ner has relied upon the follow ng references as
evi dence of obviousness, in addition to the admtted prior art

cited by appellant on page 3 of the specification:

Li nne 4,269, 802 May 26, 1981
Pat el 4,885, 121 Dec. 5, 1989
Hrota et al. (Hrota) 5,167, 896 Dec. 1, 1992
Pasco 0 411 799 Al Feb. 6, 1991

(Publ i shed European Patent Application)
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Clains 5 through 7 stand rejected under 35 U S.C. § 103
as unpat entabl e over Linne in view of Pasco, "the admtted
prior art as discussed on page 3 of the instant
specification”, and Hrota (Answer, page 3). dainms 8 through
10 stand rejected under 35 U S.C. 8§ 103 as unpatent abl e over
the references applied against clainms 5 through 7 further in
view of Patel (Answer, page 5). W reverse both of the
exam ner’s rejections for reasons which foll ow

OPI NI ON

Conventi onal manufacturing techniques in this particular
art conprise the installation of an independent bal ance wei ght
separately fromthe pointer body after conpletion of the
pointer (Brief, page 2; specification, page 3, |ast paragraph;
and Pasco, colum 1, line 42-colum 2, line 2; colum 3, |ines
11- 14) .

The process of manufacture recited in appealed claim5
conprises integrally nolding the pointer body with the bal ance
wei ght section conprising resin and netal powder, thereby

maki ng it unnecessary to install and fix the bal ance wei ght
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separately fromthe pointer body (Brief, page 3;
speci fication, page 5).

The exam ner applies the Linne reference to show the
conventionality of using a set of nolding dies to create
mul ti pl e nol di ng spaces, the Pasco reference and the admtted
prior art to show conventional pointers nade frominjection
mol ding and fromtwo different resins, the admtted prior art
for the teaching of m xing nmetal powder and resin for nolding
wei ghts for a pointer, and Hirota for a nultilayered article
made froma |layer of resin and a | ayer of reinforced resin
(Answer, pages 3-4). Fromthese teachings, the Exam ner
concludes that it would have been obvious to the artisan "to
use the above process as set forth in the primary reference
for maki ng any nunber of conposite articles using two
different resins" (Answer, page 4).

"When a rejection depends on a conbi nation of prior art
references, there must be sone teaching, suggestion, or

notivation to conbine the references. [Citation omtted].” In
re Rouffet, 149 F.3d 1350, 1355, 47 USPQd 1453, 1456 (Fed.

Cir. 1998). Wen determning the patentability of a clained
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i nvention which conbi nes nunerous el enents, "the question is
whet her there is sonething in the prior art as a whole to
suggest the desirability, and thus the obviousness, of naking
the conbination. [Citations omtted].” 1In re Rouffet, 149
F.3d at 1356, 47 USPQRd at 1456. W do not find, on this
record, that the exam ner has shown that the prior art, as a
whol e, woul d have suggested the desirability of nmaking the
conbi nation claimed by appellant. The exam ner has not shown
on this record why one of ordinary skill in the pointer art
woul d have conbi ned the nol ding process for making a unitary
seal disclosed by Linne with the conventional nethods of
maki ng poi nters taught by Pasco and the admtted prior art
whi | e addi ng the reinforced sandw ched structure of a display
cabi net of Hirota.

It is noted that evidence of a suggestion, teaching or
notivation to conbine may cone fromthe prior art references
t hensel ves, the know edge of one of ordinary skill in the art,

or fromthe nature of the problemto be solved. See Pro-Mld
& Tool Co. v. Geat Lakes Plastics, Inc., 75 F.3d 1568, 1573,

37 USPQ2d 1626, 1630 (Fed. Cir. 1996). In our view, the
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exam ner has not particularly identified any suggestion,
teaching or notivation to conbine the applied references in

t he manner proposed (see the Answer, pages 8-9). The exam ner
has not identified any disclosure or suggestion in the applied
prior art which is directed to conposite pointers,? nuch | ess
conposite pointers needi ng adhesi ves (Linne teaches avoi di ng
the use of adhesives by integral nolding, see the Answer,

sent ence bridgi ng pages 8-9).

The process of making a pointer as set forth in appeal ed
claim5 woul d not have been prima facie obvious even if the
applied prior art was conbined in the nmanner proposed by the
exam ner. The exam ner does not identify any reference which
di scl oses or suggests the use of netal powder and resin in
only a part of any pointer, nmuch less an integral pointer, to
act as a bal ancing wei ght (see the specification, page 3,

Exam ned Japanese Utility Mdel Laid-Open No. SHO 60-143, 366).

Furthernore, the exam ner’s assunption that netal powder can

’The exam ner generally refers to "conposite pointers” in
relation to Pasco (Answer, pages 3 and 4) but Pasco nerely
forms a pointer by nolding with subsequent insertion of a
wei ght or "mass" or nolds the pointer "around" the weight or
"mass" as it is held in place (Pasco, colum 3, lines 11-14).
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be used in place of the fiber reinforcing material of Hirota
is not supported by any evidence (see the Answer, page 4, |ast
par agr aph).

Patel is applied by the exam ner to show t he
conventionality of rotating core dies (Answer, page 5). W
find that Patel does not remedy any of the deficiencies of the
exam ner’s rejection noted above.

For the foregoing reasons, we determ ne that the exam ner
has not presented a prim facie case of obviousness in view of
the applied prior art. Accordingly, the rejection of clains
5-7 under 35 U . S.C. 8§ 103 as unpatentabl e over Linne in view
of Pasco, the admtted prior art on page 3 of the

specification, and Hirato is reversed.

The rejection of clains 8-10 under 8 103 over the sane
references further in view of Patel is also reversed.
The deci sion of the exam ner is reversed.
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REVERSED

BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT

TERRY J. OVENS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

THOVAS A. WALTZ
Adm ni strative Patent Judge
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